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Art Unit: 2872 

DETAILED ACTION 

This action is in response to Request for Continued Examination filed May 15, 2006 and 
Amendment filed April 12, 2006. Claims 3, 5, 7 and 20 have been amended, claims 23 and 24 
have been added and claims 19 and 22 have been cancelled as requested by the applicant. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3-6, 10, 1 1, 23 and 24 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otaki (US 6,128,128) in view of Kusaka (US 2001/0040723). 

Regarding claims 3 and 5, Otaki teaches a microscope system (Fig. 1) comprising an 
objective lens (LI) and an intermediate magnification varying part disposed just after the image 
side of the objective lens (L2-L8; Figs. 6 and 8). Otaki teaches the intermediate magnification 
varying part includes a lens group having a positive refractive power and a lens group having a 
negative refractive power and in high magnification the lens group having a positive refractive 
power disposed just after the image side of the objective lens (Fig. 6; magnification lOx; 
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objective LI, positive power L2; negative power L3 and L4 cemented together) while in a low 
magnification the lens group having a negative refractive power is disposed just after the image 
side of the objective lens (Fig. 8; magnification 2x; objective LI; positive power L8; negative 
power L2). Otaki teaches the intermediate magnification varying part is constructed in such a 
way that its optical system is rotatably relative to an optical axis of the objective lens with an 
axis substantially orthogonal to the optical axis of the objective lens being a rotation axis (Figs. 1 
and 2). Fig. 1 shows that the optical axis of the light beam through the microscope bends at 
several locations providing several different optical axes. Fig. 2 shows the rotation axis (20 Ax), 
which in the broadest reasonable interpretation of the phrase "substantially orthogonal" meets the 
claim limitations for one of the optical axes shown in Fig. 1. Otaki lacks reference to the 
intermediate magnification part rotatable relative to the objective. Kusaka teaches an 
intermediate magnification part (12) rotatable relative to the objective (Figs. 12A-B). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 
the Otaki invention include the rotatable intermediate magnification part of Kusaka for the 
purpose of centering the image to the eyepiece of the microscope to allow easier viewing of the 
image by an observer. 

Regarding claims 4, 6, 10 and 1 1, Otaki teaches the microscope optical system is 
provided with a connecting portion (20) on the image side of the intermediate magnification 
varying part and the microscope optical system can be connected with a body of a microscope by 
means of the connecting portion (Fig. 1). 

Regarding claims 23 and 24, Otaki teaches an optical axis of the intermediate 
magnification varying part is aligned with the optical axis of the objective lens (Figs. 1, 6 and 8) 



Application/Control Number: 10/721,994 Page 4 

Art Unit: 2872 

and the intermediate magnification varying part is construed to be rotated by 180 degrees about 
the rotation axis at a point on the optical axis (Fig. 2) of the intermediate magnification varying 
part to select one of the high magnification variation state and the low magnification variation 
state (col. 4 lines 56-63). 

Claims 7, 8, 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otaki (US 6,128,128) in view of Kusaka (US 2001/0040723) as applied to claims 3 and 5 above 
further in view of Yonezawa (US 6,320,702). 

Otaki in combination with Kusaka teaches the invention as claimed but lacks reference to 
the claimed magnification state ratios. Yonezawa teaches moving lenses within the intermediate 
magnification varying part along the optical axis to change the magnification (abstract). After 
combining the teachings of both Otaki and Yonezawa one of ordinary skill in the art would be 
able to set the magnification to a wide variety of settings, which depending on the preference of 
the operator would fall within the claimed magnification ranges. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have the Otaki invention 
include the movable lenses of Yonezawa in the intermediate magnification varying part for the 
purpose of allowing both rough and fine tuning adjustments to the magnification state of the 
microscope to allow observation of large areas and quickly be able to zoom in or out of smaller 
areas within the large area of observation. 



Response to Arguments 
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Applicant's arguments, see Amendment, filed April 12, 2006, with respect to 1 12 1 st 
rejection have been fully considered and are persuasive. The 1 12 1 st rejection of claims 3-8, 10, 
1 1, 20 and 21 has been withdrawn. Applicant properly pointed out the portion of the 
specification that provides support for the claimed limitations. 

Applicant's arguments filed April 12, 2006 have been fully considered but they are not 
persuasive. 

Applicant argues that Otaki and Kusaka are not combinable because they are different 
systems. Both the Otaki and Kusaka references are directed to microscopes with variable 
magnification achieved by switching lenses as shown in Otaki (abstract) and Kusaka (para. 
0008). The references are similar enough that one of ordinary skill in the art would recognize the 
teachings of one reference may be combined with or into the teachings of the other reference. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua L. Pritchett whose telephone number is 571-272-23 18. 
The examiner can normally be reached on Monday - Friday 7:00 - 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on 571-272-23 12. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 



